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INTRODUCTION

No man but a blockhead ever wrote, except for money.
--Samuel Johnsonl

3 J. Boswell. The Life of Samuel Johnson 19 (G. Hill rev ed 1934) (3d ed 1799)'

See 17 U.S.C. $106 (1988).

Although, in reality, copyright may under- or over-cornpensate the aulhor. See Breyer. Thc uneast

Case for Copyright: A Study of Copying in Boola, Photocopies and' Computer Programs' 84 Harv'

L. Rev. 281,286-87 (1970).

For a general discussion of the classical economic conception of the rationale for copyright (often

called "reward theory"), see Landes & Posner, An Ecornmic Analysis ofCopyright Law, 18 J. L-egal

Studs. 325, 326-29 (lg}g). See also Litman, l"fte Public Domin,39 Emory L. J. 965.970 (1990)'

If monetary reward is the sole incentive for the creation of written

works, then the federal copyright law would seem an ideal scheme for

encouraging prospective authors. By giving an author control over the

production oi copies of his or her works,2 copyright ideatly allows

iecoupment of th; btal cost of intellectual effort behind the work,3 and

preve;$ others from "free riding" on these effor1s.4 Therefore, under

normal circumstances, the beneflts of the exglusive rights provided by

copyright inure to both the author and the public at large..For the author,

the benefit is full monetary reward for his or her efforts;s for the public'

it iS the production and distribution of works which might not otherwise be

produced if the author'S monetary reward were not protected.6 Thus

iopyright, as classically conceived, ensures the promotion of intellectual

progreis, by encouraging the production and disclosure of literary,

i',irio.i.ut, biographical and scientific works,T so that later generations may

be exposed to; arld build upon, these works.E

In recent years, however, a disturbing trend has emerged in the

enforcement of the copyright privilege. Notable authors and public figures

have successfully used copyright as a weapon for suppressing or delaying

unauthorized biographies or the excerption of unpublished letters.e The

1.

2.

3.

4.

5. See Landes & Posner, suPra note 4, at 328.

6. Id. at329.
1. Copyright, however, is not lirnited to these examples, but protects any "original wo* of authorship

fixed in any tangible medium of expression...." 17 U.S.C. $102(d). See also Bleistein v- Donaldson

Lithographing co., 188 U.S. 239, 252 (1902) (any work which otlrers nray wish to copy is subject

to the protections of coPYright).

8. See Lifitan, supra note 4, at 966 (every new work is in some sense based on the works lhat

preceded it); I-eval, Towarda FairUse Standard, l03 Harv. L' Rev' 1105, 1109 (1990) (explaining

ih" ,l".iratiu" nature of intellectual creativity); Unrbreit, A Consideration of Copyright, ST U. Pa.

L. Rev. 932, g42(lg3g) (every copyrighted work is derived from a work ofcopyriShtable nature).

9. See llre wages of Rage,wash. Post, oct. 21, 1990, Book world, at 15, col. 1 (Kurt Vomregut uses

threat of copyright suit to prevent distribution of a catalog offering an unpublished letter for sale):

Stop rhe prisses: Bellow's Clour Delays Biography, Chi. Tribune, Apr. 18, 1990, $5 (Tenrpo)' at

pp. l-2 (Saui Bellow threatens copyright suit to restrain publication of an unllattering and highll



No.4 19911 LESSONS FROM THE PATENT LAW 311

technique of using copyright as a tool for suppression has not been limited
to men and women of letters; corporations have begun to use copyright as

a means of hampering plaintiff discovery in consumer litigation.to
Although the copyright law, by definition, is designed to advance the
"promotion of progress"tt by facilitating the disclosure of works of
authorship, courts have recently been very receptive to the use of copyright
as a means for suppression.12

Copyright is now used as a weapon for suppression in part because of
an increasing view by scholars that copyright contains an underlying moral
or absolute property right.13 under this view, the creator's wishes

regarding the work are supreme and the copyright law is viewed as a
vehicle through which these wishes are to be enforced against other authors
and the public at large.la This view is most strenuously argued in the case

of the unpublished text.rs Because the copyright law gives the author the

subsidiary right to control first pubtication,i6 the author is increasingly
viewed as entitled to prevent any publication at all, and any attempts by

others to excerpt from unpublished works are considered so damaging to
this right that they are virtually forbidden.'7

The use of copyright law to suppress writings seems completely at

odds with copyright's constitutional purpose, the "promotion of prog-
ress."r8 The promotion of progress would seem to be best served by
disclosure of works to the public so that others may leam from, and build

revealing biography); Yardlel. Fair Use and a Chill Wind,tNash. Post, Feb. 12' 1990, at 82, col.

I (widow of Richard Wright uses copynght of six unpublished letters to sue author of a biography

of Wright); ln/ra notes 55-93 and acconrpanying text (attempts to reslrair) puhlrcation of

biographies of J.D. Salinger and L. Ron Hubbard). The Riclrard Wriglrt biography was eventually

found not to infringe Wright's copyrights. See Wright v. Wamer Books. Inc.,748 F. Supp. 105

(S.D.N.Y. l99O), affd, 1991 U.S. App. LEXIS 28198 (2d Cir. 1991).

10. SeegenerallyJacobsen. ProtectingDiscovcrybyCopyright,TlJ.Pat&TradernarkOff.Soc'y483
(1989) (discussing the use of copyright to prevent "discovery sharing" anrong plaintiffs); Note, Ifte
Value ofCopyright Law as a Deterrent to Discovery Abase, 138 U. Pa. L. Rev. 549 (1989) (same);

Copyright Used to Shietd Discotery, Nat'l L. J., Mar. 28, 1988 at 3, 48 (describing one company's

use of copyright to "threaten lawyers sharing ilrfonration" in product liability suits).

11. See U.S. Const. art. I, $8, cl. 8.

12. See infra notes 64-93 and accompanying lext.

13. See Weinreb. Fair's Fair: A Comment on the Fair Use Doctrine,103 Harv. L. Rev. 1137, 1138-39

(1990); Fisher, Reconstructirrg the Fair Use Doctine, l0l Harv. L. Rev. 1659, 1690 (1988);

Kauffnran, Exposing the Suspiciotu Foundation of Society's Prinwcy in Cttpyright Law: Five

Accidents,l0 Colum. J. L. & Arts 381,384 (1986): in{ra notes 64-83 and accomparrying text.

14. C.,f. Fisher, supra noLe 13, ar 1690 (discussing "personal rights" in copyright).

15. See Newman, Copyright Law and the Protectiotr of Privac.y, 12 Colunr. J. L. & Arts 459, 477

(1e88).

16. See Harper & Row v. Nation Enters., 471 U.S. 539, 549 (1984) (hereinafter The Nation).

17. See Salingerv. Random House. Inc., 811 F.2d 90,97 (2d Cir.), ccrl. denied.484 U.S. 890 (i987).

18. U.S. Const. art. I, $8, cl. 8.
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upon, their teachings.le When a work is suppressed, not only does it fail
to promote progress, but progress may in fact be hindered.2o If this is true,
then certainly the use of copyright as a tool for suppression causes it to
stray from its constitutional objective.

The promotion of progress is also the underlying rationale behind the
federal patent 1aw.21 Yet under the patent law the inventor is not capable
of suppressing an innovation. In fact, an inventor who "abandons",
"conceals," or "suppresses" an invention may lose all patent rights, and in
some instances those rights may be granted to another.22 This doctrine
conforms with the notion that the public good is not served when new
creations are withheld from the public, and therefore the creator should not
expect the public to reward any attempts at suppression.

Given that the patent and copyright laws are derived fiom the same
constitutional clause, and are presumably intended to serve the sarne values,
it seems curious that suppressive actions under the two schernes are treated
so differenfly." Certainly it would appear that analyzing the manner in
which the patent law treats suppression of innovations might call into
question the validity of allowing copyright holders in some cases virtually
complete suppressive power. It is also quite possible that such an analysis
can shed light on flaws in the current approach to the exclusive rights of
copyright holders, and perhaps suggest ways to rectify these flaws.

II. SUPPRESSION AND THE PROBLEM OF THE UNPUBLISHED
WORK: FROM THE NATION TO NEW ERA

Before I976, unpublished writings were ineligible forfederal copyright
protection.2a However, unpublished works did receive protection under
state "common law" copyright25 prior to 1976,26 protection which was in
many ways broader tiran that under the federal scheme.27 The state

19. See Chafee, lr., Refleaion on the Ltw of Copyright 1, 45 Colum. L. Rev. 503, 51 1 (1945) (some

use of the contents of a book must be allowed to prevent slifling of the creative eftbrts of othcr

authors).

20. Id.

21. See U.S. Const. art. I, $8, cl. 8 (giving rights to inveutors as weII as authors).

22. See 35 U.S.C. $$102(c), (g) (1988); ir./ra notes 131-112 and acconrpanying text.

23. For a discussion of the nranner in whiclr copyright and patent were originally designed to serve the

sanre values, and an explanation of how they now often do not, see Wiley, Jr-, Copyright at the

School of Parent,58 U. Chi. L. Rev. 119, 138-42, 180-83 (1991).

24. See 1 M. Nimmer & D. Nimmer, Ninrmer on Copyright $2.02 at 2-16.1 (1990) (hereinafter

Nimmer).

25. Although state prolection of unpublished works was ahrost universally referred to as "comnron

law" copyright, in some states it was actually derived from statute. /d.

26. Id.

27. 2 Nimmer, supra note 24, $8.23 at 8-315 to -316 (comrnon law copyright prevented .nn'
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common law scheme flourished, despite constitutional problerns," for
almost 200 years, but the 1976 Copyright Act removed publication as a
necessity for federal copyright protection.2e Under the 19'16 Act, any

"work of authorship reduced to any tangible medium of expression"30

received the proteciions,3' and was subject to the limitations,32 of the

federal copyright scheme. Although the extension of federal protection to

unpublished works seemed a logical outgrowth of the principles underlying
the copyright law, there were also tensions inherent in extending copyright
to unpublished works.33 These tensions were first exposed in the Supreme

Court's decision in Harper & Row, Publishers, Inc. v. Natiort Enterpris-
1L

e s.-

A. The Nation

The Nation involved the manuscript of nlemoirs written by fomter
President Ford.35 While the manuscript was being prepared for publication
in book form and excerption in Time magazine, the publisher of The Nation
magazine surreptitiously received a copy of the manuscript.'u The Nation
quickly compiled an afiicle derived from quotations and distillations of the

Ford manuscript, and published it in time to "scoop" the anticipated Time
magazine article.3T As a result, Time canceled its agreement with Ford to
publish the excerpts, and refused to pay the amount specified in the

agreement.38 Ford, through his publisher Harper & Row, sued The Nation
for infringing his copyright in the unpublished manuscript.3e

The Nation did not involve suppression of a manuscript frorn public

unauthorized copying, and alLowed tto fair use defense).

28. Comuronlawcopynghtextendedintoperpetuity,andallowednofairuse.SeeNewuran,sapralnole
15, at 463. Accordingly, serious conflicts with tlre congressional power to grant rights "for a linrited

time" under Art. I $8, c1. 8, and the freedom of speech and press underthe First and Fourteenth

Amendments were inrplicated.

See 1 Nimnrer, sxprd note 24. at $4.01.

17 U.S.C. $102.

See id. at $106.

1d. at $107.

For exantple, that al) author miglrt not wish to use tlre copyright law as a uleatls of recoveritrg

econonric rewards, but illstead as a lneans of ensuring that certain works were never revealed to lhe

pubiic. See infra noLes 55-99 and accompanying texl.

471 U.S. 539 (1984) (The Nation).

See ld. at 542.

Id. at 543.

ld.
ld.

Id at 543-44.

29.
'lo

31.
1a

33.

34.

35.

36.
3l-

38.

39.
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disclosure.ao However, its discussion of the manner in which copyright
protects unpublished works, and the way the fair use defensear applies to
these works, would have an effect on subsequent cases involving attempts
to suppress through copyright.a2 The Court began the decision by noting
that "copyright is intended to increase and not impede the harvest of
knowledge.'" Furthermore, "[t]he rights conferred by copyright are

designed to assure contributors to the store of knowledge a fair retum for
their labors.'# Finally, the Court stated that copyright was designed to
achieve an important public purpose: "to motivate the creative activity of
authors...and to allow public access to the products of their genius....'45

Each of these passages evidence the Court's sensitivity to the fact that

copyright is not an absolute propeny right, but a grant limited according to

the underlying purpose of allowing the public access to written works.o6

In its analysis of the fair use defense as it is applied to unpublished
works, the Court also demonstrated its realization of the need to balance an

author's need for control over copying of his or her work versus the

underlying role of copyright in furthering progress in literature, biography,
and the arts. The Court noted:

"[T]he author's consent to a reasonable use of his copyrighted works

[is]...a necessary incident of the constitutional policy of prontoting...
progress... since a prohibition... would inhibit subsequent writers from
attempting to improve upon prior works and thus...frustrate the very
ends sought to be attained.'47

However, in the case of an unpublished work, the ability to control release

of the work to the public can provide substantial economic retum.a8

Because this right can be easily arrogated by another under the guise of fair
use, the Court concluded that "the unpublished nature of a work is 'Ia] key,

though not necessarily determinative factor' tending to negate a def'ense of

,10. ln fact. the nremoirs involved ilThe Nation were being prepared for both full publication as well

as pre-publication excerption. ld. at 542-43.

41. "Fair use" is a long-standing doctrine in copyright law in whiclr an otherwise infringing use of a

copyrighted work is excused in certain circunrstances. See 17 U.S.C. $107. It has been said that fair
use "permits courts to avoid rigid application of tlre copyright statute when, on occasion, it would

stifle the very creativity the law was intended to foster." 3 1.*immer, supra nole 24, $13.05 at 13-

62.43.
.12. See itfra noles 55-98 and accompanying text.

43. See The Nation,47l U.S. at 545.

41. ld. at 546 (emphasis added).

45. /d. (emphasis added).

46. See i$ra notes 106-121 and accontpanying text.

41 . The Nation,4Tl U.S. at 549 (quoting H. Ball, hw of Copyright and Literary ProPefly 260 (1944)).

48. See The Nation.471 U.S. at 549.
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fair use.'ae In so holding, the Court took special note of the fact that this
defendant's use of the unpublished materials "had not merely the incidental
effect but the intended purpose of supplanting the copyright holder's
commercially valuable right of first publication,"50and noted that fair use
"presupposes 'good faith' and 'fair dealing"' on the part of the defen-
dant.51

The holding ln The Nation that the unpublished nature of a work is a

key factor in negating a fair use defense seems intended to address the

paradigmatic situation in which an author fully intends to reveal his or her
as-yet unpublished work to the public and reap the resultant economic
rewards. The Court's emphasis on the loss of valuable economic rights
when an unpublished manuscript is co-opted by another shows that in this
situation a fair use defense could undermine the underlying economic
incentives in copyright law.s2 The Court in no way endorsed a view that
an author has a wholesale right to keep his work from the public altogether
with the imprimatur of the copyright statute. In fact, the Court noted that
although there is a constitutional right "not to speak," this right could not
"sanction abuse of the [copyright privilege] as an instrument to suppress

facts."53 Accordingly, alttrough The Nation endorsed a more stringent
realm of protection from copying for unpublished works, this derived from
the underlying economic reward rationale for copyright, and in no way
intimated that this protection was overarching.5a

B. Salinger

WithThe Nation providing background for the treatment of unpublished
works under the copyright law, the Second Circuit was recently faced with
two cases in which the plaintiff appeared more interested in keeping works
from public revelation altogether than in wielding economic power through
copyright.s5 The first case, Salinger v. Rondom House, lnc.,56 involved

49. Id. at 554 (quoting S. Rep. No. 473, 94th Cong., lst Sess. 64 (1975)).

50. ld. at 562.

51. Id.

52. See supro note 4 and accompanying text.

53. See The Nation,.{71 U.S. at 559. Although the Court spoke in temrs of the suppression of facts,

the constitutional right not to speak is not so limited, and presumably covers the right not to
"express" as well. C.,f. Wooley v. Maynard,430 U.S. 705,113 (1976) (individual's riShl not to

speak extends to dissemination of ideological nressage).

54. See Newnran, supra note 15, at 468.

55. See New Era Publications, Int'l v. Henry Holt & Co., 695 F. Supp. 1493 (S.D.N.Y. 1988)' affd,
873 F.2d 576 (2d Cir.), petition for reh'g detued, 884 F.2d 659 (2d Cir. 1989)' cert. denied, 110

S. Ct. I 168 (1990); Salinger v. Randonr House, lnc., 650 F. Supp' 413 (S.D.N.Y. 1986), rev'd, 81 I

F.2d 90 (2d Cir.), cert. dcnied, 484 U.S. 890 (1987).

56.650F.Supp.413(S.D.N.Y. 1986).rev'd,811F.2d90(2dCir.),cert.dcnicd.484U.S.890(1987).
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57. See id. at92.

58. See SaLinger,811 F.2d at92', Salinger,650 F. Supp at 416'

5g. See Margolick. llhosewords AreThey Anyway?, N.Y. Times, Nov. 1, 1987, $7 (Book Review)

at 45. col. 2.

60. The letters were registered because no suit for copyright infringement uray prtxeed uuless the

underlying work is registered. See 17 U.S.C. $411(a)'

61. See Salinger,650 F. SuPP' at 413.

62. See Salinger,811 F.2d at 95.

63. SaLinger,650 F. SuPP. at 428.

61. Salinger.811 F.2d at 100.

65. Id at95.97.
66. ld. at 95.

67. ld. at99.
68. Id. ar 100 (quoting 'f he Natittn,4Tl U.S. at 555)'

a request for an injunction halting publication of an unauthorized biography

of nbted author J. D. Salinger.5T The author of the biography originally

Sought Salinger's cooperation, which Salinger refuSed, stating that he

preiened not to have his biography written during his lifetime and that he

considered such a biography arL invasion of his privacy's8 Upon realizing

that the biography contained quotations from several unpublished letters

written Uy Satinger (many of which Salinger did not realize existed),5e the

letters wlre registered for copyright protection6o and a Suit was com-

menced to restriin publication of the book as an infringement of Salinger's

copyrights in the letters.61 Just as in The Nation, the defendant's prirnary

Oeiense was that the copying was fair use.62

The district court rifused to issue an injunction,63 but the Second

Circuit reversed and remanded with directions to issue the injunction'e

Although the circuit court noted that the 1976 Act made the right of first
publicalion subject to the fair use defense, it nonetheless stated that thc

hiscussion in The Nation "convey[ed] the idea that [unpublished] works

normally enjoy complete protection against copying."65 Despite the fact

that The Nation decision rejected the fair use def-ense in a large paft

because of the economic rewards destroyed by the defendant's copying' the

court in Salinger seemed more concemed with establishing an author's

absolute property right in his or her unpublished works'

The circuit court began its decision by incorrectly citing The Nation for

the proposition that "unpublished letters normally enjoy insulation frorn fair

use copying."uu Although Salinger disavowed any intention of publishing

the qubied-letters during his lifetime, the court stated that he was still

endfl;d to "protect t\s opportuniry to sell [the copyright to these let-

tersl."67 Furthermore, it stated that Salinger had a right to protect "his

unp;blished writings for the term of his copyright, and that right prevails

ovir a claim of tair use under'ordinary circumstances'."6E The public'

according to the court, was to become aware of the content.s of thc letters
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only upon Salinger's decision to publish, or the expiration of the copyright
in the letters.6e

Although the Salinger decision was ostensibly derived from lhe holding
in The Nation, its language shows a disregard for the underlying concems
informing that decision.'o The Nation's heightened restrictions on the fair
use of unpublished works was intended to apply to the "ordinary" situation
in which an author is in the process of preparing the work for publica-
tion.71 Its consideration of the protection afforded unpublished works was
based on the underlying economic rewards which could be lost through
copying.T2 Salinger, however, dealt with an author who not only had no
intention of publishing his works, but also was unaware that they existed
until revealed by the copier.73 An author who uses the unpublished nature
of a work as a tool for keeping the work from any public disclosure is not
using copyright for its intended purpose, as an economic reward system.
This is not the "ordinary" situation which was addressed inThe Nation, and
approaches a view of copyright as a form of absolute property right inuring
to the author on1y. Giving the author the right to keep a work unpublished
(and therefore suppressed from the public) goes beyond the true copyright
scheme, providing the author a powerful propefty right without any
concomitant reward to the public.io If there was any question that this was
the type of protection the Second Circuit intended to endorse, all doubts
were dispelled in its next major copyright decision, New Era Publications,
Internatiorxtl v. Henry Holt & Co.15

C. New Era

New Era dealt with an unauthorized, and highly critical,T6 biography of
pulp author and religious figure L. Ron Hubbard.TT As in Salin ger, the
plaintiff (representatives of the Hubbard estate) attempted to enjoin

69. td.

70. See supra notes 4O-54 and accompanying text.

71, See silpra notes 5l-53 and acconrpanying text.

72. See supro note 50 and accompanying text.

73. See supra nole 59. Because the Salinger defendant revealed the existence of work which the author
was unaware still existed, it seems curious that the defendant was denied any reward, and was in

fact punished, for revealing writings whiclr might have otherwise have been lost to the public.

74. Although the copyrighted material will eventually lapse into the public dourain, given that the
copyright temr extends for the author's life plus fifty years, see 17 U.S.C. 9302, the public is, in
all practicality, denied any retum for its grzurt of rights.

75. 873 F.2d 576 (2d Cir. 1989), cert. denied, I 10 S. Cr. I 168 (1990).

76. For a flavor of the Hubbard estate's decidedly negative attitude lo the cntical aspects of the work,
see New Era,695 F. Supp. at 1499 n.2 (staten)ents of Nomran Starkey, executor of the Flubbard

estate ).

77. See New Era,695 F. Supp. ar 1491.
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publication of the work as an infringement of the estate's copyright in

several unpublished diaries and letters quoted in the book'i8 The defen-

dant, just as in Salurgl'' ttg"a thal. thi use of the unpublished works

constituted fair use.,i'Ttre rJcord indicated that the true purpose of the

infringement suit was noi to prevent loss of the economic value of the

letters, but merely ,o t,iift any criticism of Hubbard and the church which

he founded.so
The district court, constrained by Salinger' found that the use of the

unpublished works fotttJ u 
":tction 

of *rJfdr use defense' but nonethe-

less denied tr,e injuncG, uu,ing that the potential. injury to the public

inrerest in freedom "i 
.;;il;rri.igrr.o rhe plaintiff s neld to. restrain the

work.81 The Second 
-Ci'.cuit 

affirmed tt e deniat of the injunction' but on

thegroundsoflaches.']However,thesecondCircuit,inamajority
opinionbyJudgeMiner'alsowentoutofitswaytoreaffinnSaling'er's
virtual prohibition ;;;;tt use of unpublished works in the face of

q;;;*;t raised in the district court opinion'83

The district .oun-r,.0 intimated ihat when unpublished.copyrighted

expression was copied io O..onr,ratc significant faCts about the subject of

a biography rto, .*r],,rpr.. unt.tr-,rulness or bigotry), fair use might be

found.e Tne Second 
'circuit rejected this rationale ancl reiterated its

conclusion in sa/irrg"er ,n* unputtished works normally enjoy complete

protection from rui' ';;J: 
-it*tut'' 

Chief Judge Oakes' concurring

opinion questioned ,tri. "r 
the conclusions flowing from sa/lnger and the

majority oprnron. Specifically' he questioned the majority's extensive

discussion of trre t';ii;;. o#nse in tigtrt of the affirmance on laches

stating ttrat doing * "tutn by way of dicturn' tends to cast in concretc

[sailrrger]..' and noted . pr.uiou, concem thaL salinger, "might by being

taken literallf in urother iactual context come back to haunt us' This case

realizes that concem."86

ChiefJudgeoatresargueclthat,inthecaseofquotationofunpubiished
works. copy'ing 

"ri-nh, 
# justified.when the copier is intending to prove

character traits at 
"-oo, 

*irn the public irnage ola subje.ct.t In so arguing'

he was forced ,o ,q.., ,rr. proposition thit "lThe Nationl, as glossed by

78. See Ne*' Era,873 F 2d at 577'

19. Id.

80. See New' Era.695 F supp at 1527 n'14

81. 1rl. at 1524.1521.

82. See Nex' Era,873 F 2d at 58't-85'

83. /d. ar 583-85.

84. SeeNew Era'695 F Supp ar 1509-20'

85. See New Era,813 F'2d at 583

86. Id. at 585.

81. Id. at 592.
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fsalinger),leadstotheinevitableconclusionthatallcopyingfrom
urpuUiirt"O works is per se infrinqem.nj.'o' Furthermore, he proposed

tr,u, tui. use might atso ue found when the materi4s quoted stood little

chance of being published by the copyright owner.se In this instance, the

concurring opinlon reveaLed that trou|ling questions wcre raised by the

powertosuppressworkswhichseemedtoflowfromthesolingerandNcN'
Era decisions. This opinion hinte<l that the court should not be so cavalier

in taying down a rulL appearing to be all-encompassing, especially in a

situalion- in which tt" uutnn. intendecl to use copyright to suppress his

unreleased works and any work derived t'rom them'

On petition tor retreaiing,'o the Second Circuit split 4-4.er The judges

voting io Oeny rehearing fiiteO to acldress the questions raised by Chief

JudgJ oakes' Nen, Era concunence regarding the suppre.ssion. of unpub-

hsnld works. Thc judgcs voting to grant reheadng emphasized the fact lhat

the /{ew Era languag! regardiig unpublistrecl works was dicta. and in no

way committed the iou,ito a^position in which portions of unpublished

*ort, could never be copied.e' Although both sides seemed to want to

retreat from much of the languagc in the Nev' Era majority opinion,e3

neithcr side addressed the troubling questions raisecl by the dccision as to

an author,s ability t0 use copyright to prevent any public disclosure of a

work"

D. The Reaction ro Salinger artd New Era

Thewritingarrcljoumalisticconrmunitiesimrnediatelyrealizedthe
inherentproblenrs nowing from the language in the Sa/llr5,e.r and New,Era

l..iri"iir* A note cl historian wrote of the clecision "there is

a...Oangcr...1tlhat important figurcs in our national experience' or their

descendants, will stiflc criticaliisttlry or biography."" Etlitorialists argued

that copyright law coulcl norv he used as a tool for censorship and

;rpp;;;i""?o other writcr-s. howevcr. applauiled the rlccisi.ns, arguing in

88. 1r/. at 593.

89. Id. ar 594.

90, iVew EraPtblicarion'lnt'lt,.HenryHolt.&Cr1.,884F.2d659(2dCir. 1989),

91. 1d. at 660.

92. See id- at &t2-63-

93. Id. at 661.

94. See l,ukas. A Rnling 1'hat Hobbtes Historians, N.Y. Times, ItIy 2't,1990, $A at 211 Coptright

lyrongs,The Nation, N,lar. 1g, 1990 at 368, col.2: Cop,-ri.ghr und supprcssion' wasli Posl. Feh'

22. 1990, at A22, col. 1; Yardley, suprd nate 9' at Il2' co1' 1'

95. Lukas, supra nole 94, at col' 4'

g6.SeeCaplri,ght l|rtlngs'silPrdnot..94.at385;Ct,pt'rightttndsupJlres:itttl'.'llprdl1ote94'atA22,
col, 2.
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that the copyright law's express purpose is the "promotion of progress," the

retention oi Uris right brings into question the values that copyright is

intended to serve.

IU. THE VALUE AND PURPOSES OF COPYRIGHT

The conflicting monopolistic and public interest aspects of copyright law

have made efforts to formulate a consistent concept of copyright largely

unsuccessful.lo6 One commentator has noted that "[n]o workable, unifying

concept of copyright has yet been formulated."roT Part of the difficulty in
formuiating i-unifying theory of copyright is the limited number of
hiStorical s-ources regarding enactment of the constitutional clause on which

copyright is based, and the reasons behind the clauSe.'ot Madison,

nowever, did note that "[t]he public good fully coincides [in patent and

copyright lawl with the claims of [inventors and authors1."toe This

recognition of a public good element in copyright' coupled with the

proriotion of progless rationale in the constitutional text itself,rlo would

i"rtui.,ty seem to indicate that copyright protection should not extend to the

point where it encroaches on these interests.

The copyright law is, fundamentally, an economic incentive and reward

system.l11 As classically conceived, and as it works in almost all practical

circumstances, copyright is intended to allow the producers of written

works to reap a financial retum from the efforts expended in producing the

works.r12 Underlying the scheme is the assun)ption that if the possibility

exists that others can "free ride" on the author's eftbrts, the author could

not recover the costs of his or her efforts, and therefore rnight be deterred

from producing works.rr3 The ultimate rationale justitying copyright is an

un.rnpt to aroid the danger that persons will be deterred from producing

worki that they might otherwise be capable of if it were not fbr the

potential inability tohUy recover the costs of production'tla

Accordingly, copyright simultaneously serves two functions. The first,

often called i'rewardi', is the vesting of control of production of copies in

No. 4 19911 LESSONS FROM THE PATENT LAW 32t

106. See L. Patterson, Copyright in Historical Perspective 8 (1968)

loT. Id. (quoting Ebenstein, lntrotluction to S. Rothenberg, copyright [-aw xix-xx (1956)).

108. See BurcMiel, Revising the "Original" Patent Clause: Pseudohistory in' Constitutional

construction,2 Harv. J. law & Tech. 155, 165 (1989)l B. Bugbee, GeDesis of Anrericarr Patent

and Copyright Law 129 (1967).

109. The Federalist No. 43, at 57 (J. Madison) (I,egal Classics Library ed' 1983)'

I 10. See U.S. Const. art. I, $8, cl. 8.

111. See generally Landes & Posner, sapra note 4, at 326-291 Wiley, !r., supra nole 23, at 138-39.

112. See id. at328.

1t3. Id.

tt4. ld.
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the author, who may then determine the optimal quantity produced (and

thus price obtained) 19 recover his or her costs of production.t" The

second, called "incentive" for the purposes of this discussion, is to provide

a motivation for those capable of producing works to expend effort to
produce the works, and perhaps to avoid less socially valuable pursuits. The

benefits of reward vest solely within the author; because it grants a quasi-

monopolyllu in the hands of the author, little public benefit is derived

from zrllowing the author to extract supranormal profits from consumers. If
reward were the sole element of copyright, it would certainly be an

objectionable schemel it was the nronopolistic.lspecls of reward with which

eaily critics of copyright evidenced concem.tt'
Incentive. however, nlakes the copyright system on the whole desirable.

Clearly, incentive carries rvith it a large element of public bcnef-lt; in the

words of Madison. rer,,ard is thc claim of the author, incentive is the public

goorl with rihich it coincidcs.t'' obviously, the public is willing tcr

iubject it-self to the likelihood of having to pay supranrlrmal prices for
writtcn wclrks because tlie benefit it receives in kind is the production of as

many rvorks as are desired.rre When, however, works are kept froni the

public. the incentire elentent of copyright is frustrated' If the author uses

topyri_uht as a nleans of suppression, and not as a means of reaping reward,

ttre auinor gains valuable legal righm.r20 The public, however, receives n0

benefit front the use of copyright in this manneri in essence it gives the

author a right without any quid pro quo in thc fonn of exposure to the

rvork. \\,hen copl,right is not used for reward, but for suppression. the

author-public baigain which suppofls copyright is rlestroyerl'12r

Thc public interest element which underlies copyright does, however,

point out the inherent tensions between the intercsts of authors and the

public in the copynght scheme . Clearly, a powcrf'ul and highly tnonopolistic

iopi,right scherne would serve to provide the author with subslantial

e conornic and non-economic rewards. If the author can Conttol any and all

use of the $Ork. he or She Can recapture every pofiion Of thc ecottrlntic

1 1 5. i d. at -1-15.

1 i6. The pnvileges granted an aulhor under copynglrr are essentially quasirnonopolistic hecause lhc

author does nol have total control r:ver the use of the q'ork' See, c.q ' 17 U S C $107'

11i. SeeJefferson. L?ttert(,JanrcsMatlison(Jutvl1,1788)'in 13'I'hePapersofThornasJeffersotr

113 (1956).

118. See The Federalist,.rupra note 109, at 57.

1 1 9. Copl,right ntay. in fact, eucou rage the product ion of more works than the public nlay wi sh ttr

consurne. However, absent copyright, works that the public nriglrt otherwise desire nlty noi be

produced bec.ruse of the lack of an adequale monetary reward due to free riding See srqrra notes

3-8 and accompanying lext.

I.e., the rights enunlerated in $106.

For an explanation of the author-public hargain. see Patlerson. l;rec SJtetclt, Coptriglt urul F'trir

I/se.40 Vand. L. Rev. l.7 (1987).

1 20.

121 .
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value of the work, as well as the personal or psychic value of suppressing
works not desired for public distribution. For every measure that erodes this
power, as in the example of the fair use defense, the author loses some
control, and therefore presumably some of the incentive to produce the
work in the first place. Therefore, if the incentive element is viewed as
designed not to encourage public revelation of works, but instead simply
the production of works, then unauthorized uses of the work should be
severely curtailed. This would be especially true in the case of the work
never intended for public distribution; such a work provides only personal
or psychic value which presumably any unauthorized use woukl destroy.
Accordingly, any legally sanctioned unauthorized use would quite possibly
destroy the incentive to create the work in the first place.

some commentators have argued that copyright is intended to encourage
the mere production of works, as opposed to the production and public
revelation of works.r22 From this position, it is argued that what flows is
a privacy or absolute propeny right through copyright.t23 If copyright is
indeed intended to encourage merely the production of works, then the right
to use copyright to suppress works certainly follows. It is also possible to
argue that this position does encornpass an element of public interest.r2a
Although the public at large undcr this rationale would be deprivecl of the
benefits of works of an author,r25 each mernber of the public may
individually benefit by, knowing that they, too, will be able to capture the
personal or psychic rewards o1' preventing public disclosure of their
writings.r26 In no area is this rnore persuasiveiy argued than in the case
of private correspondence.'t'- There seems to a strong visceral appeal to
the argument that one should be able to prevent others fiom unauthorized
public distribution and publication of one's private let1ers.r28 A reaction
to this type of activity was one of the driving forces in the conception of
a fundamental right to privacy rvhich continues to stir much discussion in
the field of constitutional law.12' Because copyright protection inures to

122. See, e.g., Kauffirtart, suprd iote 13. at 3tl-1. One autlror refers to tlris philosophy of copyright as
"prulucer-oriented." See Wiley, Jr.. supra note 23, at 139.

See, e.9., Weinreb, supra note 13, at 1 138-39: Kauffman, supra note 13. at 384, 387.

See Newman. supra note 15, at 177.

The work would eventually lapse into tlre public donrain. but only after a period of 50 vears after
the death of the author. See supra note 74.

Copyright, if capable of use for suppressive purposes. presents an intcresting conundrurr. Each
individual will wish higtrly restrictive powers for his or her own writings. while at rhe sanre rinre
desiring less stringent protection for the works of others. See Landes & Posner. .l/pr.t nole 3, at
333.

127. See Newuran, supra nole 15, at 477.

128. See, e.g., id. at 477 (arguing for prorection of "private wntings").
129. See Waren & Brandeis. The Righr to Privacy, 4 llant. I-. Rev. 193, 199 (1890) (discussing

privacy aspects of cournron law copynght).

123.

124.

125.

t26.
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the author of a private correspondence"r many have argued that it is

therefore designed ;'fi'r..i";;acy' int"t.tis."' The personal and

psychic rewards ,"t*ilng frorn t]re use of copyright to l?y" privacy

interests, according t" 'f'fi 
rationale' are important ixtemalities flowing

fu;rk#J#fi}: ill'fi: or copyrighr as a rool ror rhe suppression or

worksdemonstrate,.*.o,peiingexrcmalitieswhichcanflowfrom
copyright protection: 

'f,r" 
ft-t^"t iripublic knowledge and- encouragement

of further works 
"..r"i.g 

-i.* 
fuil OistriUudon of workst3' versus the

personal and psycfric Ut";-n" to individuals gained by allowing them to

keep rheir o*n *or*J rlJ* juuri. disclosure. Eich of these extemalities can

be compellingty argu; u''i'npon-t to the copyright scheme' However'

copyright's constitutl]iJr*i:: is the promotion or progress' Advancing

private inrcrests tr;gh f ignt doei not serve this value' Given that

Drivate personal or psychic^interesls. are proteclab'le through other legal

iegimes,"3 urging m!-i"t of copyright to protecl lhese values seems less

compelling. copv'igttt' i; u" ;;' should te a scheme which encourages

the author ,o oro"ip"r"'"*ti r",it or trer works to the public' This is

precisely ttre manner in which the pateni scheme operales't3o Because of

the close links between the purposes ?f";i il*t^anollyyight law''3s

ir seems rational ,n^,""rpvrritiru* should ireat srppression in marmer

similar to the Patent law'136

IV. SUPPRESSION
..PROMOTION

AND THE PATENT LAW: TOWARDS THE

OF PROGRESS''

The fact that copyright and patent law are derived from the same

constitutional clause is cE.tainty not an accident of history'r37 Both realms

1.10'Theauthoro[alelterlosesproFrtynghtstothelelteruportrttailing'bulrelainsthecopynght
in the letter' 

'* 
n"*""' t""'f 

''!"1"\::':'::',krters' 
Diaries and Memorabilia: A Rcview

')',)'.^irirl"',t"n, 13 U' Balt' i' Rev' 2M'24't (1984)'

lil. l];J';li;r has referred ro this philosophy of copyrighr as "consumer-orienled'" see wilev' Jr'

supra nole 23, at 139' t --t T^.,,^-) ^ r:nir llse Stattdar,,I03 Harv.

133. For example, state Privacy or contract law' See- L*val'Toward a Fair {Jse Standa

L. Rev. 1105, 1129 n'1Oti (1990) (discussing state privacy law protections)'

1 34.

1 35.

See infra notes 137-79 and accompanying text'

See U.S. Const. art l' $8, cI' *t- icl'O*' *' r Use as Market Failure: A Srructural Arulysis tf

rhe Betanax Case and'o 
"i)"*''t"t''82 

Colunr' L' Rev' 1600' 1511 (1982)'

At least one author has argued that the ..sclrool of patent law" provides an ideal vehicle for

analyzing copyright. o"*"t" 
"p"t""t'iu* utt "t a, clear and logical nteans for etrcouragttrg

innovation. whereas copyrigt" lft"n ao"t not see Wiley' Jr" sxPro note 2'1' at 140'

But see Kauffm a , supranot" 6, at 3g7 (calling the inclusion of patent and copyright in the

]u." .on.tirorional clause an "historical accident")'

1 36.

131
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of protection are driven by virtually identical economic considerations.r3s
Both the reward and incentive elements of copyright law are present in the

underlying rationale behind the patent law.r3e Yet under the patent law,
attempts by an inventor to suppress undisclosed creations are not treated as

if excused because of other rights stemming from the scheme itself. In fact,
the patent law generally prevents an inventor from obtaining patent rights
when it can be shown that the inventor attempted to keep the work from
prompt public disclosure.'ao

There are three doctrines in the patent law, "abandonment," "suppres-
sion," and "concealment," which may effect the rights of an inventor to a
patent when the invention is withheld from prompt public disclosure.ral
Although each of these doctrines have now been codifted under section 102

of the Patent Act, they have a long history preceding the act.to'

A. Patent Abandonment

Under section 102(c) of the Patent Act, a person is entitled to a patent
unless he or she "has abandoned the invention...."ro3 Historically, this
section has been used to prevent patenting of an invention when an inventor
fails to further prosecute an already-filed patent application,t* but it may
also be applied against the inventor who fails to file within a reasonable

time afler completion of the invention.tos The Supreme Court, in the early
case of Kendall v. Windsorlo6 discussed the underlying reasons behind
what now constitutes section 102(c). Faced with a patentee who spent eight
years after completion of his invention using it in secret before applying for
a patent, the Court stated:

[T]he limited and temporary monopoly granted to inventors was

never designed for their exclusive protit or advantage; the benefit to
the public...was another and doubtless the primary object in granting
that monopoly. This was at once the equivalent given by the public
tbr the benefits...[ofl the skill of [inventors], and the incentive to

138. See Gordon, An lrquiry into tlrc Merits of Copyright; The Challenges of Consistency, (.ottsatil

aru{ Encouragement Theory,41 Stan. L. Rev. 1343, 1348 (1989).

139. See Eisenberg, Patents and the Progress of Science: Exclusivc Rights and ExpcrinrcntaL Use.56
U. Chi. L. Rev. 1017, 1024 (1989).

140. See infra notes 145-72 and accompanying lext.

141. See 35 U.S.C. $$1m(c), (e) (1988).

142. See generally 2 D. Chisum, Patents $6.03 (1990).

143. 35 U.S.C. $102(c).

144. See 2 D. Chisunr, supra note 142, $6.03[2] at 6-138 to -139.

145. Id., $6.03tlllclliil at 6-136 to -137.

146. 62 U.S. (21 How.) 322 (1858).
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furrher effbrs.'..Iilt lbllows"'that the inventor who designed-

iy...*irrri,oros his invention from the public"'corlles not within thc

policy or objects of rhe Constitution or acts of Congress''a7

Thus, in an insta.ce in which an inventor suppressed his invention fi'm

public disclosure untii suctr time as another-wished to bring it into the

market, and then uu.*pi.o to obtain and.enforce a patent grant. the court

remarked: "tu p.rronl'may torfeit his right as an invenY 9l 
wilful or

negligent postponement oi f i' claims' or by an atlempt to withhold tlie

benefit of his improvenent from the public"""1a8

An inventor, theretbre, is under u d.g,"e of compulsion to disclose his

invention ln tne tomr oi an application for patent or possibly.lclse all patent

;i;;;;11;, The in'enror is given a degree. of latirucle in applying for patent'

and may keep ir secrc-t tbr-a small peiiotl of time, but "that privilege has its

limits,forltheinvenror]urayconceal[theinventionlsolongthathewill
lose his ri-sht to , p.i.'it e'e'r tt'ougf' [it is never publicly revealed]lso at

ug.,,r5r Tlus rule i, ;;; oi ttre pateit schenie because "the consideratiot.t

for a parenr Iis] thatTe publicshall as soon as possible begin to enjoy the

disctorur. Iof the invention]"'r52

B. Patett Sttppressittrt or Cttncealnrcrt

Theinlponmcetllprortlptpublicdisclosureasacrucialclcrrrentinthe
granting of patent nghts is pernaps more cleady illustrated under thc

doctnnes .rt "conceai,ent" or "suppression" as they relate to priority

contests. r p.,ont1:tonit" (or'"n *iltd "inttrf-erence") is the procedure

wherebl the nght a , pui.nt is determined between two colnpeting

in'entors claiming the right to substantially similar inventions'r53 In the

t1'pical interterence situatlon' two inventors with very sirnilar or identical

inr,entionsrvillhavefilerlapplicationswithinashortperiodoftimetiottl

11l
t+d

1 -19

/J at 3lr'lt
1d at 319.

Although soni. cases iiltilllrte that ulcre dc-lay in filing nray not collstitute tul abiurdtxllllellt' sce

I D. Chisunr. rr4'r!'r lrote la2, $6'03tiltcltill at O t:Z n 25' intentional failure to file would

aplxar Io nlost ccnalnlv I'att to ub"nionment /l at n'26 But see Paulik v' Rizkalla' 760 F2d

1270. 1281 (Fed Cir. 19x5t ('l[a]n itrvetrtor niay delay as loug as he likes' in the absence of

ctxrmercialization.") (Rich, J concurnng)'

l_<0. public use or sale of an i.vention before an application for patent is lilcd nlay also result in a

bar to patentabiliry' See 35 U S C $ 102(b)'

151. Metaliizing Eng'g Co v Kenyou lleanng & Aut() Pa(s Co 153 I'2d 5i6' 520 (2d Clir')' "rl'
deiled 3?8 U.S. 840 (1946)'

152. ld
151. Sec R. Hil.lreth. Patent l-au': A Praclitioner's Guide 107'108 (19lttt)'
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each other.'so Because the United States (as opposed to almost every
other country in the world) does not give patent rights based solely on the

first inventor to file an application,t55 intricate procedures have been

developed to determine the "first to invent".rsu The person determined to
be the first to invent gets the exclusive rights under the patent law.rsT

However, under section 102(g) of the Patent Act, an inventor who is not the
first to invent may still be entitled to patent rights if it can be shown that
the actual first inventor concealecl or suppressed the invention.15*

The effects of suppression or concealment on patent rights in an

interference contest is illustrated in the leading case of Mason v. Hep-
burn.tse Mason had conceivetl and constructed an improved gun clip in
1887, but did not immediately file for a patent, and evenfually forgot about
his invention.'uo In 1894, after cliscovering that Hepbum had filed an

application for an identical clip, Mason filed for a patent, and claimed
priority as the first to invent.r6r The court, however, awarded priority to
Hepbum as the "first to invent."r62 In doing so the court cited the

discussion of the public interest aspects of patent law as espoused in
Kendall, and stated that:

Considering... tthel paramount interest of the public...it inrperatively
demands that a subsequent inventor...who has diligently pursued...a
patent...shall, as against that other, who has delibcrately concealed
the knowledge of his invention frorn the public, be rcgarded as the
real inventor and as such entitled to his rewartl.163

Thc...doctrine...lies in the policy and spirit of the patent laws and in
the nature of the equity' that anscs in favor of him who gives the
public the benefit of the knowledge of his invention...l.hat which...all
others have been led to believe has never been discovered, by reason

154. ld.
155. See 3 D. Chismr, srpra note 142, $10.01.

156. See generally 3 D. Chisunr, .sirprd note 142. $10.09. One conuuentator has called patent

interference practice "the blackest of the black arts.'' Wobensmith.ll. Proof of llho is tlrc First
lnventor: Some Special Problems in Patent Intcrferenca. in Dynamics of the Patenl Systeur 155

(1960).

157. Id. at $10.01.

158. See .15 U.S.C. $ I 02(g ).

1s9. 13 App. D.C. 86 (1898).

160. See id. at 87-88.91.

16l. ld. at 88-91.

162. ld. at 94. Although, in a practical sense Mason was stiII tlre first to invent, Hepbunr was granted

the legal status of "first to invent" because of thc activities of Mason.

163. ld. at 95.
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16.1. ld. at 96.

165. Because the court of Appeals for the Federal Circuit hears all appeals of cases arisitlg under the

federal parenr law, see 28 U.S.C. $1295(a)(1) (1988), Federal circuit decisions lrave a subslautial

inrpo.t on the shape of tlt. patent la*. See R. I-lamrorr, Patellts antl the Federal Circuit vii (1988)'

166. 160 F.2d 1270 (Fed. Cir. 1985)'

161. See id. at 1271.

168. /d. at 1212.

169. ld. at 1211.

170. Id. at 1280 (Rich, J. concurring)'

171. td. ar 1281 (Rich' J. concurring)'

172. See United States v. Dubilier Condenser Corp', 289 U S 178' 186 (1932)'

oftheindiffbrence,supineness,orwilfulactofonewho...discoveredit
long ago.te

Thisdiscussionmostcertainlyindicatesaparamountconcemnotwittl
rewarding the one who first conceived a new invention, but instead the

p"i*, *i]o not took steps to bring this invention to public awareness. It

i, ft,.refor. quite evideni, as in the case of abandonment under section

102(c), that prompt pubiic disclosure of an inventor's creations is of

pararnount importance to the patent scheme' The primary importance of

pi"*p, publii disclosure in patent law is even more evident from the

holding and language of a recent Fe6eral Circuitr65 interference dispute

decision, Paulik v. Rizkalla.t66

Paulik concemed a first inventor who waited- tbur years between

completion of his invention and filing fbr a patent.r6T The second inventor

filed after the first began preparing his application, but argued that the four

year delay constitut;d a prima iac.ie suppression or concealment, thus

,.guting the first inventoi's claitn.r68 The court rejected this argutnent'

altfrougf, it restated the view that an inventor's priority could be extin-

guishei in the case of ,,intentional concealment or an unduly long

E"iur-..";' However, in this case, where neither factor existed' it was

irnpo.tunt that the first inventor's filing was not_spurred by the second

inventor's activities, and in fact prece6ed them.r7o In essence, although

there was a delay before filing, thl first inventor was StiU the "first to be

on the way to gluing tf,e puUiic the benefit of the invention."lir

Both Mason anO"Paulik demonstrate how crucial promptness of public

disclosure is in the overall scheme of rewarding inventors through the

grantingofpatentrights'Inbothofthesecases'thepartyull.imately
rewarded was the one;ho was the first to take steps to reveal a discovery

to the public. The proscriptions of section 102(c) further demonstrate that

the primary concem of the patent law is to require thole {o wish powerful

economic rights to fuIfill their bargain with-the public. The consideration

in that uargiin is prompt public disclosure'r72
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C. Patent Disclosure Requirements

The type of disclosure which results in the granting of exclusive rights
under the patent law is an important aspect of the overall patent scheme.
Under section ll2, the patent document must describe the invention itself,
the manner and process of making and using the invention, and the best
mode of carrying out the invention.173 A disclosure found to be inade-
quate can lead to a loss of patent rights.lTa This requirement serves many
purposes, but an important purpose is that it immediately increases the
storehouse of public information available for fufther research and
innovation.lT5 The requirements under section ll2 can provide more
detailed factual information abouf emerging technologies than niay be

available through other charurels.rT6 Because patent disclosures are also
classified according to subject matter and technology, information about a
particular area of technology can be gathered using patent disclosures with
less effort than through other means.t" Accordingly, public disclosure
through patenting can have a significant eff-ect in spurring and promoting
the efforts of others in the field, thus enhancing technological progress even
before the patent itself expires.rT8 A delay in disclosure, or an insuflicient
disclosure, inhibits this process, and may prevent the building of new
technologies on the teachings of current technology.lTe Therefore, the
requirement of a pronpt and adcquate public disclosure directly serves the
constitutional purpose of the patent law, the promotion of progress.

An inventor who desires to keep an innovation from the public is, of
course, fiee to do so if he or she so chooses. Many states off-er protection
of innovations by means of trade secref law.rso However, maintaining an

innovation as a trade secret, rather than filing for patent protection, will
generally bar an inventor from subsequently filing for patent protection
under section 102(b) of the patent act.r8r Once the invention becomes "in
public use or sale," r82the inventor must file fbr patent protection within

l-13. See 35 U.S.C. $112;3 D. Chisunr. srprd note 142, $7.01.

174. See, e.8., Grant v. Raymond.3l U.S. (6 Pet.) 218, 247 (1832).

175. See 3 D. Chismr, vtpra aote 112, $7.01.
'1,16. See J. Klooster, The Granting of lnvenlive Rights 4l-42 (1965).

177. Id.
178. Because the patent document is published inrnrcdiately upon issuance, the public has the benefit

of its technological disclosures long before thc invention itsell'lapses into the public dtnrain. Sec

CIrisunr, Comment: Anticipalion, linablenent and Obviousness: An Elcrnal Goldt'n Bruid, l5
AIPLA Q. l. 57, 59 n.5 (1987).

179. See Eisenberg, supra note 139, at 1055.

180. See 2 M. Jager, Trade Secrets law pt. B (1990).

181. See 35 U.S.C. $102(b); 1 M. Jager, rr,prd rro(e 180, $10.01 [4] at 10-9.

182. 35 U.S.C. $102(b).
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ayear, or lose all rights to patent protection.ls3 Theretbre, once the trade

setret is used to produce a commercially exploited product, the inventor

must promptly file for patent protection or risk a pennanent bar frotn

receiving a patent, even if the commercialization does not reveal the

secret.lE4 The interface between trade secret protection and the above bars

to patentability further demonstrate the importance of pronpt public

disilosure as iey to the inventor-public bargain. An inventor is free to

choose not to give the public the benefit of his or her innovation, and may

even profit from this choice, but may not in retum expect the.public to later

provide valuable exclusionary righti under the patent law'185

In summary, the various provisions of the patent law dealing with the

abandonment, suppression and concealment of inventions, coupled with
patent disclosure requirements, demonstrate that the patent scheme is

designed primarily tbr encouragement of the prompt disclosure of new

innovations So that the works of others may build fiom this disclosure'

Although the patent scheme clcarly also serves the functions of rewarding

innovators economically and providing incentive lbr turther innovation,

these functions are not of superior importance' The patent scheme is' at its

core, a bargain between the public and the inventor; the inventor gets

valuable and powerful exclusionary rights, but in retum must give the

public full andprompt disclosure of his or her irurovations. This allows the

promotion of teitrnoiogical progress by increasing thc public storehouse of
-knowledge 

and spurring others to build from this storehouse. An inventor

who attempts to suppress discoveries has not fulfilled his or her part of the

bargain, and therefore is not entitled to the protections affbrded a patent

holder.

V. COPYRIGHT AND SUPPRESSION: LESSONS FROM THE

PATENT LAW

A patent holder clearly has no means of suppressing the teachings of his

or hei innovations from the public; the issuance of a patent requires the

public circulation of the substmce of the discovery or creation.186

Furthermore, an innovator who intentionally withholds a discovcry lrom thc

183. Sce id.

1E-+. See w. L. Gore & Assocs., lnc. v. Garlock, lnc.,72i F.2d 
,l540, 

1550 (Fed. Cir. 1983). ccrt.

deile<l.169 U.S. 851 (1984).

lE5. 'Dre invenror is still eligible for the protective nglrts flowing frour trade secret law, but tlre

protection is linrited to the prevention of disclosure of the secret througlr conrnrercially unethical

,rr.an,. Se" 1 M. Jager. rr?rd note 180, $1.03 at 1-8. Therefore. trade secret is a wcakencd fonn

of protection relative to patent, because it does not protect the itrtrovation itself, only tlte nreans

by *'hich the defendant acquired access to it'

lE6. See 37 C.F.R. $1.11(a) (1990)
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public to prevent its revelation will thereafter be ineligible for patent
protection.l8T This, however, is not the case when dealing with the
activities of a copyright holder. Under the rationale of New Era utd
Salinger, a copyright holder has the right to expect that if he or she simply
does not want the public to ever be exposed to certain writings, the
copyright law can be used as a powerful tool for this purpose.188 Even if
Congress amends the fair use provisions of the Copyright Act to eliminate
the distinction between published and unpublished works, titis power will
still be very much intact.l8e If the patent law can be thought ol an

analogue to copyright law, this result is incongruous. What fbllows,
therefore, is a discussion of the manner in which suppression through
copyright might be treated if viewed through the lens of thc patent law.

A. Copyright and suppressiort through the lens of the patent
law

The factual differences between The Nation and SalingerlNew Era
perhaps most clearly illustrate how the patent analogue would work in the
copyright suppression context. ln The Nation, the author was in the process

of preparing and refining his work for public revelation and widespread
distribution.'e0 This situation is quite similar to the typical patent situation
in which an inventor goes from conception to reduction to practice of an

invention, followed by prompt drafting and filing of a patent applica-
tion.ler In such a situation, the inventor is subject to none of the bars to
patentability under the Patent Act, and may alterwards be granted and be

able to enforce patent rights against an infringer. Therefore, in a situation
like The Nation, in which the author fully intends to comply with the
public-author bargain by prompt disclosure, a suit for copyright infringe-
ment should lie, with a very, limitcd scope to the fair use def-ense.re2

However, in a Nen, EralSalinger situation, when it is clear that the
author intends to withhold the work completely from public disclosure,
copyright protection should be dcnicd. Just as the patent law refuses
protection to the inventor who attenpts to wilfully abandon, suppress, or

187. See rxpra uotes 143-152 and acconlpiurying text.

188. See supra note 63-85 and accompanying text.

189. Because the bill recendy considered by Congress only dealt with the fair use prtrvisiou as it
relates to unpublished works, see Fair Use Couidcred, supra nole 100, at 245, lhe author would
have still been able to prevent disclosure of a work in its eutirety, and would orily have been

restrained from suppressing fairly linrited quotations frour the boJy of thc work.

190. See The Nation.47l U.S. at 543.

191. See R. Hildreth, supra note 153, at 4.

1 92. Because a fair use can substantially hamr the autlror's valuable nght s of f irst publicat ion. See Thc

Nation,4Tl U.S. at 549.
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conceal an invention from the public, so should the copyright law refuse to
grant exclusionary rights to one who refuses to fuIfill his or her end of the

public-author bargain. The author should be free to protect the work from
public revelation by other legal schemes, including State privacy and

contract law, but would be constrained to the limited scope and powers

inherent to these schemes.

B. The problem of mandatory publication

Under the patent law, once an inventor discloses an invention and is
granted patent protection, he or she is free to distribute the invention
described in the patent as he or she sees fit. The invention mly be

completely suppreised from distribution if the inventor so desires.re3 This
power demonstrates that patent law is primarily geared toward the

distribution of knowledge and not goods. Because the knowledge flowing
from the irurovation (contained in the patent docutnent disclosure) is

severable from the innovation, the advancement of public knowledge may

be served without ever distributing the invention. Others are able to leam
from, and expand upon, the innovation without having access to the

innovation itself, because the knowledge contained in the innovation is

revealed in the patent document.t" Under the copyright law, however' the

distribution of the knowledge that comes with copyright protection cannot

be severed from the good itself; one cannot reveal the contents of a book
to the public at large without distributing the book. Therefore, uncoupling
mandatory public disclosure from forced publication presents certain

conceptual diffi culties.
Certainly, forced publication of all works copyrighted would serve the

public interest in exposure to new writings. Such a scheme would, however'
undermine the reward element of copyright law. When an author is forced

to publish, his or her ability to control output and price are undermined.
Accordingly, forced publication, even if de tninintis, would not be a

solution to the problem of allowing public access to works. However, under
the current copyright scheme, an author is required to deposit a copy of the

work with the Copyright Office before a suit for infringelnent can

proceed.tet A modification of this requirement may be ideal in encourag-
ing public access to work without lbrcing publication on authors.

See Continental Paper Bag Co. v. Eastent Paper Bag Co.,210 U.S 405. 429-30 (1907).

See rripra note: 17.1- l7t) attd accrrrttprutyittg lext.

See l7 U.S.C. $$411(a),410(a). However, utrdertlre latest amendnrerlts tothe copyright law, tlris

requirement applies only to U.S. authors and authors fronr countries not adltering to tlre Benre

Convention. See W. Strong, The Copyright Book: A Practiorl Guide 85 (1990).

r 93.

19.r.

l 95.

j
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C. Copyright and Suppression: A Proposed Solution

Just as in the patent law, copyright should encourage prompt disclosure
of innovations in a place of public access. Therefore, an author should be
required to deposit a copy of the work not when the protections of
copyright are desired, but instead within a reasonable period of time after
completion of the work. Just as in the patent context, this would allow
members of the public interested in the latest works of a certain author or
in a certain area immediate access, without placing economic burdens on
the author. To ensure public access to the work, the current requirement
that all published works also be deposited in the Library of Congressle6
should be expanded to require unpublished works to likewise be deposited.
The three month limit between publication and depositing in section
4\7te7 would be expanded to require depositing of an unpublished work
within eighteen monthste8 of its completion. This period would allow the
author an ample period with which to prepare the work for eventual
publication before requiring mandatory public access to the work. A work
so deposited would be subject to the same protections, and limitations to
these protections, as any copyrighted published work.ree Any unauthoized
copying of the work within the eighteen nlonth period would be completely
curtailed, to prevent the co-opting of first publication rights.

An author who does not deposit a work would, eighteen months afler the
work is completed, be considered to have abandoned or concealed the work,
and therefore not entitled to copyright protection. Such an author would be
limited to pursue unauthorized copiers through state privacy or contract
remedies. However, just as when a trade secret is uncovered, once an
abandoned or concealed written work is revealed, it would be treated as if
having lapsed into public domain, ancl free for all to use.200 Because of
the danger of this happening. and the less stringent protections of privacy
and contract law, such a rule would encourage prompt flling of works with
the Copyright Office.2ot The desirable result of increasing public access

196. See 17 U.S.C. $a07ft); 37 C.F.R. 9202.19(a).
197. See l7 U.S.C. $407(b).
198. An eighteen month period has been chosen to reflect the period of time required to transfon.n a

completed work to published form, plus a period for preparing the work for copyright filing
(reflected now in the three month period of $407). This perio<J could be changed according tlre
actual average time such a process takes in the publishing world.

199. See 17 U.S.C. $$106, 107.

200. See 1 M. Jager, supra note 180, $6.03t11 at 6-5 (discussing the loss of trade secret protecriorr
upon public disclosure). Unauthorized copiers would not be entitled to copyright the copied work,
even though they were the first to bring the wort to public attention. Just as in lhe palent law,
see 35 U.S.C. 102(f), one who did not create a work could not be entitled to exclude others frorn
using the work. The work therefore would lapse inro the public domain.

201. Incentives for the prompt registration of works in the Copyright Office are already a pan of rhe

current copyright schenre. See generally Strauss, Beat thc Clock: Thc Effcct of Section 412 of thc



334 A|PLA Q. J. IVol. l9:309

to works would be furthered, without forced publication.
A work deposited under the above scheme would be accorded all the

protections which published works now get under the copyright law. The

author of the work would be allowed to control when, where, and to what
extent the work is eventually published. The fair use provisions of 17

U.S.C. $107 would still apply, so thatlimited quotation from the workfor
scholarly, critical, or biographical uses would still be possible. The public

would have access to the deposited work as it would with any other
deposited copyrighted work.

D. Operation of the Proposed Solutiott

The factual circumstances surrounding The Nation, Salinger, and Neu'

Era cat serye to illustrate the manner in which thc abovc system would

operate. ln The Nation, the copyrighted material involved was still in the

process of editorial revision; under the above scheme this work would be

considered a "work in progress" which would allow complete suppression

of any unauthorized copying. Once the work was reduced to completed

form, fbr example in the fomr of galley proofs, the author would have a
period of eighteen months in which to deposit the completed work with the

Library of Congress. During the eighteen month period, the author would
continue to have the right to complete supprcssion of any unauthorized

copying or publication, since such copying would be considered a de facto

co-opting of the right of first publication. After the expiration of thc

eighteen month period, the deposited work would be considcred de lacto
"published," and other authors and publishers would be able to quote fiorll
the work without permission only to the extent allowed under thc fair usc

provisions of 17 U.S.c. $107. This would occur whether thc work was

actually published or not.
If a work was not deposited within cighteen months after completion,

the copyright protection of the work would lapsel to guard against

unauthorized publication or quotation, the author would have to rcsort to
the protections of breach of contract or privacy remedies under state law.

Thus in Salinger and New Era, in which the letters involved had been

completed2m many years before the unauthorized quotation' there would
be only a cause of action for breach of privacy, unless the letters (or copics

of thenr) had been deposited with the copyright office within eighteen

months of completion. Accordingly, under this schente it would be to a

letter wnter's advantage to either deposit any letters later contenlplated lbr
publication. or ensure by contractual or privacy larv means that the letlers

CoptrightActortPost-lnfringcntentRegistration,T2J.Pat.&TradenlarkOff.Soc'y1006(l9t)01.
ln ihe case of unpubLshed correspondcnces, "conrpletion" q'otrlrl he cstahlishcd wllerl llle lctter

i s nrailed.
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were not revealed to others.

VI. CONCLUSION

The above outlined scheme would still allow full control of the
production of copies of an author's work by the author. It would also
require little change in the copyright scheme as it now stands, sintply
requiring the author to deposit works at a publicly accessible place earlier
than is now required. Because this scheme conforms substantially with the
procedures now required of inventors requesting patent protection, it hardly
seems objectionable as requiring too much from the creator of a written
work.203

Copyright is not an absolute right of the author only. It
to serve as the guardian of the author's reputation or privacy; other legal
regimes are designed for that. Copyright's principle rationale is the
expansion of public knowledge and intellectual progress. An author should
recognize that there is a dose of duty required from him or her in retum for
the powerful protections of copyright. A prompt deposit and disclosure
requirement is a small price to pay for these protections.

203. One author wlro has studied copyriglrt lau' through the lens of the patent law lras suggested tlrat

copyright protection should not be allou'ed for unpublished private correslxrudeuces. See Wiley.
Jr., supra note 23, at 152-53. This suggestion is based on the nolion tlrat economie incentive is

not required for most letter-writing aclivities: an exception. however. would be rnade for letlers
written by "unusual authors" who uray have kept (and presunrably written) letlers for later
publication. ld. at 153. This "exception," lrowever, scenrs fraught with the potentiiil for
unpredictable value judgments being later nrade by judges or juries based on tlre lloloriety or
success of an author. The potential uncertainty of an outconre under this exception might cause

a stifling of incentive for lesser-known authors producing correspondeuces that the public would
desire in published fomr. By adopting a deposrt requirement for all unpublislted works, lhere

would be no need for the fonnulation of an exceplior.t.
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